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DISPOSITION: Bayer's motion to strike denied.

CASE SUMMARY:

PROCEDURAL POSTURE: Plaintiff corporation
moved for reargument following a decision that denied
its motion for partial summary judgment against defen-
dant corporation regarding the allowable time period in
which to file an application pursuant to 35 US.C.S. §
119and 35 U.S.C.S. § 102(d).

OVERVIEW: In an action brought by plaintiff against
defendant regarding the allowable time period in which
to file an application, the district court denied plaintiff's
motion for partial summary judgment, holding that 35
U.S.C.S. § 119 did not modify 35 U.S.C.S. § 102(d).
Plaintiff moved for reargument, arguing that the court's
holding eliminated the one-year grace period under 35
U.S.C.S. § 119. The court disagreed, noting that had
plaintiff's second United States application been filed in
July 1982, instead of on October 22, 1982, the statutory
bar of 35 U.S.C.S. § 102(d) would have been inapplica-
ble because of the 12-month grace period incorporated
into this section. After plaintiff's series of foreign appli-
cations filed in August and September of 1981, it had 12
months within which to file a counterpart United States
application. However, instead of doing so, it filed a sec-
ond German application on October 29, 1981, and filed a

second United States application on October 22, 1982,
more than 12 months after the initial series of foreign
applications. Accordingly, plaintiff's motion was denied.

OUTCOME: Plaintiff's motion for reargument of the
court's decision denying it partial summary judgment in
its action against defendant regarding the allowable time
period in which to file an application was denied.

CORE TERMS: summary judgment, reargument, par-
tial, modify, statutory bar, grace period, counterpart
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In our Memorandum and Order of June 5, 1996, we
concluded that 35 U.S.C. § 119 does not modify 35
U.S.C. § 102(d) and accordingly denied the parties' re-
spective motions for partial summary judgment. Plaintiff
Bayer AG ("Bayer") has moved for reargument.

In its motion for reargument, Bayer's main conten-
tion is that our conclusion eliminates § 119's one-year
grace period. This is incorrect. Had Bayer's second
United States application been filed in July, 1982, in-
stead of on October 22, 1982, the statutory bar of §
102(d) would have been inapplicable because of the
twelve-month grace period incorporated into this section.
After [*2] Bayer's series of foreign applications filed in
August and September of 1981, Bayer had twelve
months within which to file a counterpart United States
application. However, instead of doing so, Bayer filed a
second German application on October 29, 1981 and
filed a second United States application on October 22,
1982, more than twelve months after the initial series of
foreign applications. As noted in our prior Order, allow-
ing § 119 to modify § 102(d) would give foreign appli-
cants two years within which to file counterpart applica-

tions in the United States, a result which we find unrea-
sonable. We find Bayer's remaining contentions to be
without merit. Accordingly, we decline to disturb our
holding.

Bayer has also moved to strike the affidavit of John
Witherspoon, proffered by counsel for defendant Barr
Laboratories, Inc. ("Barr") during the May 10 oral argu-
ment on the parties' respective motions for partial sum-
mary judgment, in support of its contention that § 119's
foreign priority dates are irrelevant in applying the statu-
tory bar of § 102(d). As we have not considered Mr.
Witherspoon's affidavit, either now or previously, we
leave for trial the question of whether it would [*3] be
there admissible, in whole or in part. Accordingly,
Bayer's motion to strike is denied.

SO ORDERED.

September 5, 1996
New York, New York

WHITMAN KNAPP, SENIOR U.S.D.J.
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